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DETAILED ACTION 

1. Claims 1, 3-8, 10, 12-23, and 25-40 are pending. Claims 1,10, 23, and 37 have 
been amended in this communication filed 06/20/05 entered as Amendment with filing 
of RCE. 

2. The Petition for Extension of Time (One Month) filed 06/20/05 will be entered. 

3. The 35 USC 101 rejection of claims 1, 3-8, 31, 32, and 37-40 has been 
overcome by Applicants' amendment to claims 1 and 37 and is hereby withdrawn. 

Continued Examination Under 37 CFR 1.114 

4. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 
06/20/05 has been entered. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1, 3, 10, 12, 23, 25, and 37 recites the limitation "Identifier code", "issuer 
code", and "issuer codes". Also it is unclear whether there is an "identifier code" and 
"issuer code" or "issuer codes". Are there two separate codes? There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Objections 
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7. Claims 4 and 26 are objected to because of the following informalities: Claim 4, 
line 2 recites "wherein the card holder This line would be better recited as 
"wherein the cardholder "Card holder" is inconsistent with the other claim 
limitations because throughout the other claims "cardholder" is recited. Claim 26 has a 
similar problem. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1, 3, 10, 12, 23, and 25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by (US 5,870,473) Boesch et al, hereafter Boesch. 

With respect to claims 1,10, and 23, Boesch teaches, A data processing 
method performed in a data processing system for determining a preferred currency for 
association with a payment card transaction between a merchant and a payment card 
cardholder, said method including the steps of; obtaining the card number of the 
payment card (col. 1 1 , lines 26-65, fig. 4K, and fig. 5H); in said data processing system, 
identifying an identifier code from said card number (col. 12, lines 16-18 ("BIN" - 
identifier code)), determining the operating currency for said identifier code by 
comparing said identifier code with entries in a table wherein each entry in said table 
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contains an issuer code or range of issuer codes and a corresponding currency code 
(col. 12, line 50-col. 13, line 10), and setting the currency for association with the 
payment card transaction as the determined operating currency for the identifier code 
(col. 14, lines 17-30). 

With respect to claim 10, Boesch further teaches, means for obtaining the card 
number of the payment card from the cardholder (col. 16, lines 43-67 and col. 17, lines 
40-44). 

With respect to claim 23, Boesch teaches, A computer program encoding a set of 
computer instructions for use in a computing device (col. 30, lines 13-21). However, it 
would have been inherent to the computer system to have a computer program 
encoding a set of computer instructions for use in a computing device since a computer 
program is a set of instruction for telling a computer what to do and the encoding is 
merely a means of producing a unique combination of bits (a code) in response to an 
analog input signal. 

With respect to claims 3, 12, and 25, Boesch teaches, A method according to 
claim 1 , wherein the preferred currency is set to default currency of the merchant when 
no operating currency can be determined for the issuer code (col. 13, lines 3-33). 

10. Claims 4-8, 13-16, and 26-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 5,870,473) Boesch et al, hereafter Boesch in view of (EP 
0251619) Boston. 



Application/Control Number: 09/613,679 Page 5 

Art Unit: 3624 

With respect to claims 4, 13, and 26, Boesch failed to teach, wherein the 
cardholder is prompted as to whether the transaction is to be conducted in the preferred 
currency, including the steps of converting the transaction amounts to equivalent 
amounts in the preferred currency and presenting these amounts for review by the 
cardholder. Boston teaches, wherein the cardholder is prompted as to whether the 
transaction is to be conducted in the preferred currency, including the steps of 
converting the transaction amounts to equivalent amounts in the preferred currency and 
presenting these amounts for review by the cardholder (page 5, paragraphs 3 & 4). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have wherein the cardholder is prompted as to whether the transaction is 
to be conducted in the preferred currency, including the steps of converting the 
transaction amounts to equivalent amounts in the preferred currency and presenting 
these amounts for review by the cardholder and to modify in Boesch because such a 
modification would allow Boesch to have the transaction amount expressed in the 
foreign currency using the associated conversion rate. 

With respect to claims 5 and 27, Boesch failed to teach, wherein at least one of 
the transaction amounts is converted to an equivalent amount in the preferred currency 
and is presented to the cardholder. Boston teaches, wherein at least one of the 
transaction amounts is converted to an equivalent amount in the preferred currency and 
is presented to the cardholder (page 5, paragraph 4 and page 6, paragraphs 1 and 2 
(display screen). It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have wherein at least one of the transaction 
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amounts is converted to an equivalent amount in the preferred currency and is 
presented to the cardholder and to modify in Boesch because such a modification would 
allow Boesch to have the transaction amount expressed in a foreign currency and 
entered through the data entry means and compared to the converted transaction limit 
to determine if the transaction should be approved. Page 6, paragraphs 1 and 2 teach 
a display. 

With respect to claims 6, 15, and 28, Boesch failed to teach, further comprising 
the step of presenting an exchange rate to the cardholder, said exchange rate 
corresponding to a rate between the merchants' currency and the preferred currency. 
Boston teaches, further comprising the step of presenting an exchange rate to the 
cardholder, said exchange rate corresponding to a rate between the merchants 1 
currency and the preferred currency (page 5, paragraph 4 and page 11, paragraphs 2 
and 3). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the step of presenting an exchange rate to the cardholder, 
said exchange rate corresponding to a rate between the merchants' currency and the 
preferred currency and to modify in Boesch because such a modification would ailow 
Boesch to have the issuer to be supplied with the cardholder's name, account number, 
and the countries to which the cardholder will be traveling and then the issuer will 
generate a conversion rate. 

With respect to claims 7 and 29, Boesch failed to teach, wherein the transaction 
details in the merchants currency are also presented to the cardholder. Boston 
teaches, wherein the transaction details in the merchant's currency are also presented 
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to the cardholder (page 11, paragraph 2). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have the transaction 
details in the merchants currency are also presented to the cardholder and to modify in 
Boesch because such a modification would allow Boesch to have a favorable rate which 
is unlikely to be reached in a given time period. 

With respect to claims 8, 16, and 30, Boesch failed to teach, further comprising 
the step of initially checking to determine if the transaction amount exceeds a 
predetermined minimum level for processing in an alternative currency to that of the 
merchants currency. Boston teaches, further comprising the step of initially checking to 
determine if the transaction amount exceeds a predetermined minimum level for 
processing in an alternative currency to that of the merchants currency (page 1 1 , 
paragraphs 3 and 4 and page 12, paragraphs 1-3). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have the step of 
initially checking to determine if the transaction amount exceeds a predetermined 
minimum level for processing in an alternative currency to that of the merchants 
currency and to modify in Boesch because such a modification would allow Boesch to 
have a conversion rate that does not have to be exact since it is not being used to 
reconcile a transaction and the rate is not used as the basis to transfer funds from the 
cardholder to the merchant. 

With respect to claim 14, Boesch teaches, further comprising means for 
accepting an indication from the cardholder as to whether the transaction is to proceed 
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in the preferred currency and means for permitting the transaction to be processed in 
the preferred currency if such an indication is received (col. 13, lines 3-13). 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 17-22 and 31-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 5,870,473) Boesch et al, hereafter Boesch and (EP 0251619) 
Boston in view of (WO 95/12169) Levine et al, hereafter Levine. 

With respect to claim 17, Boesch and Boston failed to teach, wherein said data 
processing system is embodied in a payment card terminal. Lavine teaches, wherein 
said data processing system is embodied in a payment card terminal (page 9, lines 24- 
37, page 10, lines 30-37, and page 11, lines 1-12). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have a data 
processing system embodied in a payment card terminal and to modify in Boesch 
because such a modification would allow Boesch to have the capability to look up the 
entries corresponding to the issuer code and to locate a particular account number. 

With respect to claim 18, Boesch and Boston failed to teach, wherein said data 
processing system is embodied in a central payment router. Lavine teaches, wherein 
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said data processing system is embodied in a central payment router (Fig. 3, element 
43, element 50, and element 51 ). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have the data processing system 
embodied in a central payment router and to modify in Boesch because such a 
modification would allow Boesch to have the ATM connected to the network via a 
communications link and to transmit the data relating to the currency and the currency 
amount. 

With respect to claim 19, Boesch and Boston failed to teach, wherein said data 
processing system is embodied in an authorisation host, optionally in co-operation with 
another system. Lavine teaches, wherein said data processing system is embodied in 
an authorisation host, optionally in co-operation with another system (page 8, lines 16- 
35). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a data processing system embodied in an authorisation 
host, optionally in co-operation with another system and to modify in Boesch because 
such a modification would allow Boesch to have a terminal that allows for servicing and 
control and an ATM that acts as an interchange to a card network. 

With respect to claim 20, Boesch and Boston failed to teach, wherein said 
other system is a payment card terminal or central payment router. Levine teaches, 
wherein said other system is a payment card terminal or central payment router (Fig. 3 
(central payment router link 43, network 51 , and ATM 50). It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to have the 
other system as a payment card terminal or central payment router and to modify in 
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Boesch because such a modification would allow Boesch to the ATM connected to the 
network via a communications link and to transmit the data relating to the currency and 
the currency amount. 

With respect to claim 21, Boesch and Boston failed to teach, further comprising 
means for connecting to a node in a computer network. Lavine teaches, further 
comprising means for connecting to a node in a computer network (page 8, lines 16-19). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have means for connecting to a node in a computer network and 
to modify in Boesch because such a modification would allow Boesch to have the 
processor connected to a network such a s Visanet network. 

With respect to claim 22, Boesch and Boston failed to teach, wherein the card 
number is received via the computer network. Lavine teaches, wherein the card number 
is received via the computer network (page 4, lines 11-18). It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to have the 
card number received via the computer network and to modify in Boesch because such 
a modification would allow Boesch to have the terminal that a customer uses connected 
to an intermediate network such as the VisaNet network. 

With respect to claim 31, Boesch and Boston failed to teach, wherein the card 
holder is prompted as to whether the transaction is to be conducted in the preferred 
currency, including the steps of converting the transaction amounts to equivalent 
amounts in the preferred currency and presenting an exchange rate to the cardholder, 
said exchange rate corresponding to a rate between the merchant's currency and the 
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preferred currency. Lavine teaches, A method according to claim 1 , wherein the card 
holder is prompted as to whether the transaction is to be conducted in the preferred 
currency, including the steps of converting the transaction amounts to equivalent 
amounts in the preferred currency and presenting an exchange rate to the cardholder, 
said exchange rate corresponding to a rate between the merchant's currency and the 
preferred currency (page 1 1 , line 3- page 12, line 4). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have the card 
holder prompted as to whether the transaction is to be conducted in the preferred 
currency, including the steps of converting the transaction amounts to equivalent 
amounts in the preferred currency and presenting an exchange rate to the cardholder, 
said exchange rate corresponding to a rate between the merchant's currency and the 
preferred currency and to modify in Boesch because such a modification would allow 
Boesch to have any required currency translation performed by the network and to have 
an ATM that transmits a currency code that shows what the currency is in the ATM. 

With respect to claim 32, this dependent claim is rejected for the similar rationale 
as above for claim 31. 

With respect to claim 33, this dependent claim is rejected for the similar rationale 
as given above for claims 31 and 32. 

With respect to claim 34, this dependent claim is rejected for the similar rationale 
as given above for claims 31-33. 

With respect to claim 35, this dependent claim is rejected for the similar rationale 
as given above for claims 31-34. 
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With respect to claim 36, this dependent claim is rejected for the similar rationale 
as given above for claims 34 and 35. 

With respect to claim 37, Boesch teaches, A method of operating a data 
processing system to conduct a financial transaction for the exchange of money 
provided by a payment card cardholder for a good or service provided by a merchant, 
said method comprising: obtaining a card number from said payment card (col. 11, lines 
26-65, fig. 4K, and fig. 5H); identifying, in said data processing system, an identifier 
code from said card number (col. 12, lines 16-18 ("BIN" -id code)); and determining an 
operating currency for said identifier code by comparing said identifier code with entries 
in a table that associates issuer codes with currency codes and indicating said 
operating currency as being a preferred currency of exchange for said financial 
transaction (col. 12, line 50-col. 13, line 10). Boesch failed to teach, receiving a 
cardholder reply in response to said indicating activity; and completing said financial 
transaction in response to said receiving activity. Boston teaches, receiving a 
cardholder reply in response to said indicating activity (page 15, paragraph 2 - page 16, 
paragraph 2); and completing said financial transaction in response to said receiving 
activity (page 12, paragraphs 2- 4 and Page 16, paragraph 3). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
receive a cardholder reply in response to said indicating activity; and complete said 
financial transaction in response to said receiving activity and to modify in Boesch 
because such a modification would allow Boesch's system to compare the transaction 
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amount that has been entered with the amount of the transaction expressed in the 
foreign currency. 

With respect to claim 38, Boesch failed to teach, A method as claimed in claim 

37 wherein: said cardholder reply instructs said data processing system to conduct said 
financial transaction using said preferred currency; and said completing activity 
completes said financial transaction using said preferred currency. Boston teaches, A 
method as claimed in claim 37 wherein: said cardholder reply instructs said data 
processing system to conduct said financial transaction using said preferred currency 
(page 12, paragraph 3 -page 15, paragraph 1); and said completing activity completes 
said financial transaction using said preferred currency (page 15, paragraph 2 -page 
16, paragraph 3). It would it have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the cardholder reply instructs said data 
processing system to conduct said financial transaction using said preferred currency; 
and said completing activity completes said financial transaction using said preferred 
currency and to modify in Boesch because such a modification would allow Boesch's 
system to have an approval given and an authorization code to be generated for the 
transaction amount. 

With respect to claim 39, Boesch failed to teach, A method as claimed in claim 

38 wherein: said indicating activity additionally indicates a currency exchange rate for 
converting from a merchant currency to said preferred currency; and said completing 
activity uses said currency exchange rate in completing said financial transaction. 
Boston teaches, the indicating activity additionally indicates a currency exchange rate 
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for converting from a merchant currency to said preferred currency (page 14, paragraph 
2- page 15, paragraph 3); and said completing activity uses said currency exchange 
rate in completing said financial transaction Page 15, paragraph 4- page16, paragraph 
3). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the indicating activity additionally indicates a currency 
exchange rate for converting from a merchant currency to said preferred currency; and 
said completing activity uses said currency exchange rate in completing said financial 
transaction and to modify in Boesch because such a modification in Lavine's system 
would allow Boesch to allow the cardholder to enter an amount of the transaction in the 
currency selected and to convert from a merchant currency to the customer's preferred 
currency. 

With respect to claim 40, Boesch failed to teach, A method as claimed in claim 
38 wherein said indicating activity additionally indicates a first amount of money for said 
financial transaction using a merchant currency and a second amount of money for said 
financial transaction using said preferred currency. Boston teaches, wherein said 
indicating activity additionally indicates a first amount of money for said financial 
transaction using a merchant currency and a second amount of money for said financial 
transaction using said preferred currency (page 10, paragraph 3- page 11, paragraph 
2). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the indicating activity additionally indicates a first amount of 
money for said financial transaction using a merchant currency and a second amount of 
money for said financial transaction using said preferred currency and to modify in 
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Boesch because such a modification would allow Boesch's system to have the 
transaction converted from the base currency in one amount and converted to the 
selected foreign currency in that foreign currencies amount. 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Cerra (US 6,546,373) disclosed cash in a local currency or in a currency of the 
country in which the traveler resides and a debit card for making purchases from a 
merchant. 

Carol Power, "IRT Business & Finance (Wired on Friday): Big Apple not ready to 
abandon cash, trial finds" disclosed DigiCash, CyberCash, and ecash. 

Panurach, Patiwat, "Money in electronic commerce: Digital cash, electronic fund 
transfer, and ecash" disclosed electronic payments, digital cash, prepaid cards, and 
world currency access accounts. 

Energy Services & Telecom Report (formerly DSR), "Utilities Use Internet For 
Bills, Vendor Payments, Power Marketing" disclosed Cybercash and cash transactions 
from bank accounts. 

Inquiries 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741. 
The examiner can normally be reached on Tuesday-Thursday, 6:30AM-4:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 571-272-6747. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Primary Examiner 
November 12, 2005 



